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FRANKLIN, Administrative Patent Judge. 

DECISION ON APPEAL 

Appellants appeal under 35 U.S.C. § 134 from the Examiner's 
rejection of claims 1-7, 9-15, and 17-20. We have jurisdiction under 35 
U.S.C. § 6(b). Claims 8 and 16 have been withdrawn from consideration as 
being directed to non-elected subject matter. Ans. 3. 
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STATEMENT OF THE CASE 



Claims 1 and 2 are representative of the subject matter on appeal and 
are set forth below: 

1. A method of manufacturing a lapping plate comprising: 
selectively etching a metal plate; and 

imbedding diamond particles into said metal plate. 

2. The method of claim 1 wherein said etching step includes: 
applying a photoresist layer to said metal plate; and 
selectively removing photoresist from a surface of said metal 
plate. 

The prior art relied upon by the Examiner in rejecting the claims on 



Kohler, Michael; "Etching in Microsystem Technology" pp. 1-3; 
1999, Wiley VCH. 

Walker, John R.; "Machining Fundamentals" Chapter 28, pp. 5 11- 
515; 2000, Goodheart- Wilcox. 



Wolf, Stanley; "Silicon Processing for the VLSI Era", Vol. 1, pp. 407- 
409 and 529-530; 1986, Lattice Press. 
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THE REJECTION(S) 

1. Claim 1 is rejected under 35 U.S.C. § 102(b) as being anticipated by 
Evans. 

2. Claims 2-4 and 12 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Evans in view of Kohler and Walker. 

3. Claims 5 and 13 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Evans in view of Kohler, Walker, and in further view of 
view of Applicant's Admitted Prior Art (APA), Kruse and Balz. 

4. Claims 6 and 14 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Evans in view of Kohler and Walker, and in further view 
Sciambi. 

5. Claims 7, 9, 15 and 17 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Evans in view of Kohler and Walker, and in further view 
Wolf. 

6. Claims 10, 1 1 and 18-20 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Evans in view of Kohler and Walker, and in further 
view of Holmstrand and Kruse. 

ISSUE 
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1 . Have Appellants shown reversible error in the Examiner' s 
determination that Evans anticipates "selectively etching" as recited in 
Appellants' claim 1? We answer this question in the negative. 

2. Have Appellants shown reversible error in the Examiner's 
determination that it would have been obvious to use a photoresist for 
conducting the etching step in Evans in view of Kohler or Walker? We 
answer this question in the negative. 

FINDINGS OF FACT 

Evans teaches "[a] texture or pattern can also be machined or etched 
into the surface of the lap substrate, for example, in the case of solid metals, 
glass, crystalline silicon, etc." Evans, col. 3, 11. 57-59. 

Kohler teaches use of photoresist films for etching a pattern (selective 
etching). Kohler, paragraph bridging pages 2-3. 

PRINCIPLES OF LAW 
"[W]hen the prior art evidence reasonably allows the PTO to conclude 
that a claimed feature is present in the prior art, the evidence 'compels such 
a conclusion if the applicant produces no evidence or argument to rebut it.'" 
In re Crish, 393 F.3d 1253, 1259 (Fed. Cir. 2004) (quoting In re Spada, 911 
F.2d 705, 708 n.3 (Fed. Cir. 1990)). 
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ANALYSIS 

As an initial matter, we confine our analysis to appealed claims 1 and 
2, which contain claim limitations representative of the arguments made by 
Appellants, pursuant to 37 C.F.R. § 41.37(c)(l)(vii). 

Rejection 1 

Appellants assert that Evans does not disclose "selective etching". Br. 

5-6. 

The Examiner states that Evans teaches selective etching and refers to 
column 3, lines 57-59, wherein Evans teaches: "[a] texture or pattern can 
also be machined or etched into the surface of the lap substrate, for example, 
in the case of solid metals, glass, crystalline silicon, etc." Ans. 4; Evans, col. 
3, 11. 57-59. 

The Examiner responds to Appellants' assertion by stating that 
"[s]ince Evans clearly teaches etching, it is assumed by the Examiner that 
Applicant is arguing that Evans teaches 'etching' but does not teach 
'selective' etching. However, again, the argument is not understood, since a 
selective pattern is clearly described and illustrated, having peaks and 
valleys (reservoirs). (See Figures 2A and 2B which provide illustration)." 
Ans. 8. 

We agree with the Examiner's response. Because a selective pattern 
is described in Evans, selective etching is disclosed. Appellants do not 
explain how a selective pattern can be achieved without selective etching. 
As such, we are unconvinced by Appellants' arguments. In re Crish, 393 
F.3d at 1259. 
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Rejection 2 

With regard to claim 2 and whether the applied art suggests the use of 
a photoresist for selective etching, Appellants argue that Kohler refers to the 
use of photoresist in chemical blanking, and explains how chemical blanking 
would not be suitable for a lapping process. Br. 7-8. With regard to Kohler, 
Appellants argue that Kohler is directed to "extreme miniaturization" and 
thus not applicable to the scale required for a lapping plate. Br. 9. We are 
not convinced by Appellants' arguments for the following reasons. 

Kohler, for example, teaches use of photoresist films for etching a 
pattern (selective etching). Kohler, paragraph bridging pages 2-3. Kohler is 
not limited to "extreme miniaturization" as characterized by Appellants. 
Kohler clearly teaches that it was known to use photoresist for selective 
etching. Thus, the teachings of Kohler alone, in combination with Evans, 
support the Examiner's obviousness rejections. 

With regard to the other § 103 rejections, we affirm these rejections 
for the same reasons because Appellants' position is that the other secondary 
references do not cure the alleged deficiencies of the combination of Evans, 
Kohler and Walker. Br. 10-12. 

In view of the above, we affirm all of the §103 rejections. 

CONCLUSIONS OF LAW 
1 . Appellants have not shown reversible error in the Examiner' s 
determination that Evans anticipates "selectively etching" as recited in 
Appellants' claim 1. 



6 



Appeal 2009-013485 
Application 10/683,927 

2. Appellants have not shown reversible error in the Examiner's 
determination that it would have been obvious to have used a photoresist for 
conducting the etching step in Evans in view of Kohler and Walker. 

DECISION 

Each rejection is affirmed. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a). 

AFFIRMED 

tc 

SAILE ACKERMAN LLC 
28 DAVIS AVENUE 
POUGHKEEPSIE, NY 12603 
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